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STATEMENT OF THE CASE

This is an appeal from a decree of the District Court

for the District of Arizona, sustaining plaintiffs'* bill

in equity for infringement of United States Letters

Patent No. 1,947,493 granted to Thomas R. Rose and

Herman L. Engle, on February 20, 1934, for improve-

ments in the Coating of Machine Elements.

The bill is in the usual form charging infringement.

*For convenience, the appellant will in this brief be referred to as the
defendant, and the appellee as the plaintiff.
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The answer denies infringement and attacks the

validity of the patent.

The Trial Court, in its findings upon answer (Tr.,

p. 11) held the patent valid and ordered Judgment (Tr.,

pp. 13, 14) enjoining defendant from further infring-

ing upon said patent.

The patent relates to a process of coating machine

elements, and includes the preparation of the surface or

surfaces of elements of internal combustion engines by

breaking the metal of the element while rotating it in

contact with a tool, thereby opening up pores and/or

crevices of a generally jagged character by which a coat-

ing of sprayed molten metal is locked or bonded to the

base metal of the element. The metal is impelled into

the pores so created, from the melting nozzle of a metal

spray gun.

It should be understood that sprayed molten metal

is retained on the surface where applied by mechanical-

ly bonding with the prepared surface, as distinguished

from a fusion bond as in welding, and plaintiffs have

relied upon the extended utility of the process beyond

present existing methods of locking a sprayed molten

metal coating to the surface of the base part and its

practicability in safely maintaining the coating on the

surfaces of machine elements subjected to mechanical

stresses, and in thicknesses beyond that now capable of

being applied without breaking away from the base

metal of a machine element subjected to torsional

strains and mechanical shocks of service. (Tr., pp. 2,

3 and 4.)
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ASSIGNMENT OF ERRORS
The errors relied on are as follows

:

(1) That the District Court erred in finding as a

fact that the patent issued to the plaintiffs was not an-

ticipated by previous patents and was not in conflict

with any previous patents.

(2) That the District Court erred in finding as a

fact that the process of plaintiffs' patent was not a

practice employed in the spraying of molten metal and

publicly used for more than two years prior to the time

plaintiffs' patent was applied for;

(3) That the District Court erred in finding as a

fact that the process of plaintiffs' said patent required

the exercise of inventive faculty, and that the contribu-

tion to the art of spraying molten metal by the process

of plaintiffs' patent was other than a practice which

would ordinarily make itself manifest to those skilled

in the art.

(4) That the District Court erred in finding as a

fact that the process of plaintiffs' said patent had any

extended utility beyond the possibilities of a surface

preparation for the receiving and bonding of sprayed

molten metal, as occasioned by blasting with abrasive

substances.

(5) That the District Court erred in finding as a

conclusion of law that plaintiffs were entitled to judg-

ment against the defendant and to a perpetual injunc-

tion, enjoining the defendant from infringing upon

plaintiffs' letters patent and in entering judgment in

conformity therewith.



ARaUMENT

Point 1

Defendant contends that it is only a matter of de-

gree as to the extent of the metal locking ability created

by the process of plaintiffs' patent No. 1,947,493, and

that the trial court did not sufficiently weigh this point

in considering the previous patents of defendant's an-

swer, more particularly the patent to Schoop, No. 1,128,-

058 of February 9, 1915, which shows that it is old to

roughen the surface with sand or grit for retaining a

coating of sprayed molten metal, and the patent of

Deputy, No. 1,807,689 of June 2, 1931, which shows it is

old to apply a coating of metal to screw threads. While

the latter patent does not disclose a rough broken

threadlike surface, the instruction given by the Schoop

patent that a roughened surface will retain a coating of

sprayed molten metal would educate that the threads

upon which the metal is applied in Deputy obviously

could be roughened to enhance the bonding ability of

the threaded surface and thereby retain a coating of

sprayed molten metal on the base metal of a machine

element subjected to mechanical shocks of service and

torsional strains (Tr., pp. 2, 3, 4) ; in fact, in like man-

ner as by the process of plaintiffs ' patent. For author-

ity, see the following cases: Whitney v. Emmett

(1831), Baldwin 303, Baldwin, J.: (311); Wood v.

Packer (1883), 17 Fed. Rep. 650.
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Point 2

The trial court in defendant's opinion gave undue

credit to the experimental and development work done

by the inventors, Rose and Engie, and carried out by

them over a period of more than two years prior to the

filing of their application for letters patent on July

17, 1931, as testified to in the deposition of Thomas R.

Rose (pp. 5-6), one of the joint inventors of the Rose-

Engle process, and in view thereof the trial court rul-

ing that the process of plaintiffs ' patent was not a prac-

tice publicly used for more than two years prior to the

filing of their application for letters patent (Tr., pp.

8-9) was in error. For authoiity see the following cases

:

Manning v. Cape Ann Isinglass and Glue Company

(1879) ; 4 Bann. & A. 612, Lowell, J.: (613) ; Root v.

Third Avenue R. R. Company (1889) ; 37 Fed. Rep.

673; 46 0. G. 1393.

Point 3

The preparation of a threaded surface on a base

part, such as a metallic machine element, for retaining

a coating of metal, is a practice which does not involve

invention and is commonly used in machine shop prac-

tice, as the cutting of a thread in a lathe. For authority

see: Rossenwasser v. Berry (1885), 22 Fed. Rep. 841,

Colt, J: (843).



Point 4

The trial court in considering the extended utility

of the process of plaintiffs' patent in findings of fact

upon answer (Tr., pp. 10-11), did not go into the ques-

tion as to what bonding ability or strength is required

in the surface preparation in order to retain the sprayed

molten metal from breaking away from base metal

upon which it is applied ; and while the plaintiffs have

produced evidence and testimony in the trial to support

their contention that a coating of sprayed molten metal

can be more securely locked to the surface of the base

metal and the part made safe against shock, torque and

mechanical stresses of service (Tr., pp. 2, 3, 4) by the

process of their invention, plaintiffs have only dis-

tinguished the extended utility of their process by com-

paring the application of the sprayed molten metal to a

machine-cut thread (generally known in the trade)

made in the base part, with the application of the

sprayed molten metal to a broken thread-like cut made

with pores and/or crevices which retain the sprayed

metal to the base metal in conformity with their inven-

tion. For authority see: Stanley Works v. Sargent

(1871), 8 Blatch. 344, Shipman, J: (346).

Point 5

The trial court in ordering judgment against the de-

fendant and perpetual injunction enjoining the de-

fendant from infringing upon plaintiffs' letters pat-

ent (Tr., pp. 13, 14), has placed defendant to a great dis-
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advantage in the trade of metal spraying by restrict-

ing him to the practice of blasting with abrasive sub-

stances in preparing the surface of the base part for

metal spraying.

Respectfully submitted,

FRANK W. BEER,
Attorney for Defendant-Appellant.

April i..i...., 1940.




